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DETAILED ACTION 



Status of Claims 



1 



This action is in reply to the application filed on March 25, 2004. 



2. 



Claims 1-12 are currently pending and have been examined. 



Claim Rejections - 35 USC § 112 



3. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claims 1 - 12 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite for failing 
to particularly point out and distinctly claim the subject matter which applicant regards as the 
invention. The claims are generally narrative and indefinite, failing to conform to current U.S. 
practice. They appear to be a literal translation into English from a foreign document and are 
replete with grammatical and idiomatic errors. 

Examiner cannot determine the terms related to "... a name of a site ..." of the patient. 
Specifically, the terms: "... obtains a name of a site newly ..." (claim 2), "... extracts one way of 
said image processing ..." and "... a number of used times is the largest ..." (claim 10), are vague 
and indefinite. With respect to all claims, the claim language is vague and indefinite because 
the verb tense is wrong, grammatical structure is wrong, and that the claims generally fail to 
conform to the standards for writing in the English language. 

5. Claims 10 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite for failing to 
particularly point out and distinctly claim the subject matter which applicant regards as the 
invention. 

Claims 10 recites the limitation "... for which a number of used times is the largest, from a 
plurality of ways ..." Examiner cannot determine the metes and bounds of this claim. For the 
purpose of this examination, the Examiner will assume the claim involves keeping track of the 
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number of time the modality has been used. 

6. Claims 4-10 and 12 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

Claim 4-10 and 12 say "disease/injury" but it is not clear if it is disease OR injury, disease AND 
injury, disease AND/OR injury. Examiner cannot determine the metes and bounds of this claim. 
For the purpose of this examination, the Examiner will assume the "slash" (/) means OR 

7. Claims 1-12 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite for failing to 
particularly point out and distinctly claim the subject matter which applicant regards as the 
invention. 

Claims 1-12 recites in the preamble that the claim is directed towards the statutory category of a 
system. However, the body of the claim 18 comprises a series of "unit", and thus is directed 
towards functional descriptive materials. Therefore, it is not clear how "unit" (or functional 
descriptive material) constitutes a system. Clarification is required. For examination purposes, 
Examiner has construed the system to contain a combination of software and hardware elements. 

Claim Rejections - 35 USC § 101 

8. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

9. Claims 1-12 are rejected under 35 U.S.C. 101 because the claimed invention is directed to non- 
statutory subject matter. 

Claims 1-12 are directed to a system (apparatus). However, the "system" is not defined by 
hardware but by "units", and thus limitations can be reasonably interpreted as computer program 
modules or software per se. The claims are directed to functional descriptive material per se and 
hence non-statutory. 
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The claims constitute computer programs representing computer listings per se. Such 
descriptions or expressions of the programs are not physical "things". They are neither computer 
components nor statutory processes, as they are not "acts" being performed. Such claimed 
computer programs do not define any structural and functional interrelationships between the 
computer program and other claimed elements of a computer, which permit the computer 
program's functionality to be realized. In contrast, a claimed computer-readable medium 
encoded with a computer program is a computer element, which defines structural and functional 
interrelationships between the computer program and the rest of the computer, that permits the 
computer program's functionality to be realized, and is thus statutory. See Lowry, 32 F.3d at 
1583-84,32 USPQ2d at 1035. 

Claim Rejections - 35 USC § 102 

10. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the basis for 
the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

11. Claims 1-5 are rejected under 35 U.S.C. 102(b) as being anticipated by Rothschild et al (US 
6,678,703 B2). 

Examiner's Note: The Examiner has pointed out particular references contained in the prior art 
of record within the body of this action for the convenience of the Applicant. Although the 
specified citations are representative of the teachings in the art and are applied to the specific 
limitations within the individual claim, other passages and figures may apply. Applicant, in 
preparing the response, should consider fully the entire reference as potentially teaching all or 
part of the claimed invention, as well as the context of the passage as taught by the prior art or 
disclosed by the Examiner. 
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Claim 1: 

Rothschild, as shown, discloses the following limitations: 
An image processing apparatus comprising: 

• an image-processing history storing unit operable to store details of image processing 
performed for a medical image of a patient to correspond to a name of said patient (See 
at least Figures 6 and 9; Column 11, Lines 56-67; Column 29, Lines 5-11; Column 32, 
Lines 1-11); 

• an image acquisition unit operable to newly obtain a name of a patient and a medical 
image in such a manner that they correspond to each other (See at least Figures 1 and 

9); 

• an image-processing details extraction unit operable to extract said details of said image 
processing stored in said image-processing history storing unit to correspond to said 
name of said patient newly obtained by said image acquisition unit other (See at least 
Figures 1 and 9); 

• an image processing unit operable to perform image processing having details that are 
the same as said details of said image processing thus extracted, for said medical image 
newly obtained by said image acquisition unit patient (See at least Column 12, Lines 41- 
49; Column 14, Lines 12-26; Column 15, Lines 32-39). 

Claim 2: 

Rothschild discloses the limitations as shown in the rejections above. Furthermore, Rothschild 
discloses an image processing apparatus as claimed in claim 1, wherein 

• said image-processing history storing unit stores said medical image of said patient in 
such a manner that said medical image correspond to said name of said patient and a 
name of a site of said patient (See at least Figures 6 and 9; Column 28, Lines 36-41; 
Column 32, Lines 1-11; Column 18, Lines 42-45); 

• said image acquisition unit further obtains a name of a site newly (See at least Column 
11, Lines 29-32; Column 12, Lines 52-57; Column 13, Lines 21-26); 
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• said image-processing details extraction unit extracts said details of said image 
processing stored in said image-processing history storing unit to correspond to said 
name of said patient and said name of said site that were newly obtained by said image 
acquisition unit (See at least Figures 1 and 9). 
Claim 3: 

Rothschild discloses the limitations as shown in the rejections above. Furthermore, Rothschild 
discloses an image processing apparatus as claimed in claim 1, wherein said image-processing 
history storing unit stores said details of said image processing that was performed for said 
medical image when diagnosis based on said medical image was input in an electronic medical 
chart (See at least Figure 9; Column 18, Lines 28-48). 
Claim 4: 

Rothschild discloses the limitations as shown in the rejections above. Furthermore, Rothschild 
discloses an image processing apparatus as claimed in claim 1, wherein said image-processing 
history storing unit stores details of an operation related to a frequency that was performed for 
said medical image in order to diagnose a disease/injury of said patient, as said details of said 
image processing (See at least Column 21, Lines 56-62; Column 29, Lines 5-11). 
Claim 5: 

Rothschild discloses the limitations as shown in the rejections above. Furthermore, Rothschild 
discloses an image processing apparatus as claimed in claim 1, wherein said image-processing 
history storing unit stores a range of an intensity of brightness of said medical image that was 
selected for diagnosis of a disease/injury of said patient, as said details of said image processing 
(See at least Column 19, Lines 48-58; Column 29, Lines 5-11). 

Claim Rejections - 35 USC §103 
12. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
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invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

13. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 (1966), 
that are applied for establishing a background for determining obviousness under 35 

U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness or 
nonobviousness. 

14. Claims 6, 7, 11 - 12 are rejected under 35 U.S.C. 103 (a) as being unpatentable over Rothschild 
et al (US 6,678,703 B2) in view of Ito et al (US 5,172,418 B2). 

Claim 6: 

Rothschild, as shown, discloses the following limitations: 
An image processing apparatus comprising: 

• an image processing unit operable to perform image processing having details that are 
the same as extracted said details of said image processing, for said medical image 
newly obtained by said image acquisition unit (See at least Column 12, Lines 41-49; 
Column 14, Lines 12-26; Column 15, Lines 32-39); 

Rothschild does not disclose the following limitation. However, Ito as shown discloses: 

• an image-processing history storing unit operable to store details of image processing 
performed for a medical image of a patient in such a manner that said details of said 
image processing correspond to a name of a disease/injury of said patient that was 
diagnosed (See at least Column 2, Lines 55-65; Column 6, Lines 13-24; Column 6, Lines 
47-66); 

• an image acquisition unit operable to newly obtain a name of a disease/injury and a 
medical image (See at least Column 2, Lines 55-65; Column 6, Lines 13-24; Column 6, 
Lines 47-66); 

• an image-processing details extraction unit operable to extract said details of said image 
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processing stored in said image-processing history storing unit in such a manner that 
said details of said image processing correspond to said name of said disease/injury 
newly obtained by said image acquisition unit (See at least Figures 1 and 9 - Rothschild 
and Column 2, Lines 55-65; Column 6, Lines 13-24; Column 6, Lines 47-66 - Ito). 
It would have been obvious to one of ordinary skill in the art at the time of the invention to modify 
the technique of performing image processing as taught by Rothschild to also store details of 
image processing performed for a medical image of a patient to correspond to the patient's name 
and the name of a disease/injury as taught by Ito because the healthcare provider can save the 
effort of processing the image thus enable the healthcare provider to accurately and effectively 
identify the malady and appropriate remedy for the particular patient. 
Claim 7: 

The combination of Rothschild/lto discloses the limitations as shown in the rejections above. 
Furthermore, Rothschild discloses: 

An image processing apparatus as claimed in claim 6, wherein 

• said image acquisition unit further obtains a name of a site to correspond to said medical 
image newly obtained (See at least Figures 6 and 9; Column 28, Lines 36-41; Column 
32, Lines 1-11; Column 18, Lines 42-45); 

Rothschild/lto does not disclose the following limitation. However, Ito as shown discloses: 

• said image-processing history storing unit stores said details of said image processing in 
such a manner that said details of said image processing correspond to said name of 
said disease/injury (See at least Column 2, Lines 55-65; Column 6, Lines 13-24; Column 
6, Lines 47-66 - Ito), as well as a name of a site (See at least Figures 1 and 9 - 
Rothschild); 

• said image-processing details extraction unit extracts said details of said image 
processing stored in said image-processing history storing unit, to correspond to said 
name of said disease/injury and said name of said site that were newly obtained by said 
image acquisition unit (See at least Figures 1 and 9 - Rothschild; and Column 2, Lines 
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55-65; Column 6, Lines 13-24; Column 6, Lines 47-66 - Ito). 
It would have been obvious to one of ordinary skill in the art at the time of the invention to modify 
the technique of storing details of image processing performed for a medical image of a patient to 
correspond to a name of a site as taught by Rothschild to also store the name of a disease/injury 
with the image processing history as taught by Ito because aids the physician to more accurately 
identify the malady and appropriate remedy for a patient. 
Claim 11: 

The combination of Rothschild/lto discloses the limitations as shown in the rejections above. 
Furthermore, Rothschild discloses: 

An image processing apparatus as claimed in claim 6, wherein said image-processing history 
storing unit stores said details of said image processing when diagnosis based on said medical 
image was input in an electronic medical chart (See at least Figure 9; Column 18, Lines 28-48). 
Claim 12: 

The combination of Rothschild/lto discloses the limitations as shown in the rejections above. 
Furthermore, Rothschild (in at least Column 1, Lines 8-12; and Column 23, Lines 12-18) 
discloses: 

An image processing apparatus as claimed in claim 6, wherein, when an electronic medical chart 
was selected, said image acquisition unit obtains said medical image and said name of said 
disease/injury that are attached to said selected electronic medical chart, said image-processing 
details extraction unit extracts said details of said image processing that are stored to correspond 
to said name of said disease/injury newly obtained by said image acquisition unit from said 
electronic medical chart, from said image-processing history storing unit, said image processing 
unit performs image processing having details that are the same as those extracted, for said 
medical image newly obtained by said image acquisition unit from said electronic medical chart. 

15. Claims 8-10 are rejected under 35 U.S.C. 103 (a) as being unpatentable over Rothschild et al 
(US 6,678,703 B2) in views of Ito et al (US 5,172,418 B2) and further in view of Official Notice. 
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Claim 8: 

An image processing apparatus as claimed in claim 6, wherein said image-processing history 
storing unit stores said details of said image processing in such a manner that said details of said 
image processing correspond to said name of said disease/injury as well as a type of said patient, 
said image acquisition unit further obtains a type of a patient to correspond to said medical image 
newly obtained, 

said image-processing details extraction unit extracts said details of said image processing stored 
in said image-processing history storing unit, to correspond to said name of said disease/injury 
and said type of said patient that were newly obtained by said image acquisition unit. 
Claim 9: 

An image processing apparatus as claimed in claim 6, wherein said image-processing history 
storing unit stores said details of said image processing in such a manner that said details of said 
image processing correspond to said name of said disease/injury as well as a name of a doctor 
who performed said image processing, said image acquisition unit further obtains a name of a 
doctor to correspond to said medical image newly obtained, said image-processing details 
extraction unit extracts said details of said image processing stored in said image-processing 
history storing unit, to correspond to said name of said disease/injury and said name of said 
doctor that were newly obtained by said image acquisition unit. 

Regarding claims 8 and 9 above, they are essentially the same as claim 7 and are rejected based 
on the same rationale discussed in claim 7 rejections. The minor difference is that claim 8 
includes a type of patient and claim 9 includes a name of a doctor who performed the image 
processing instead of a name of a site as recites in claim 7. 

The examiner also takes Official Notice that it is old and well-known in the art to store medical 
records with patient information. It would have been obvious to one of ordinary skill in the art at 
the time of the invention to modify the technique of storing details of image processing performed 
for a medical image of a patient to correspond to the patient's name as taught by Rothschild/lto to 
also store the name of a doctor or type of patient with the image processing history because this 
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aids the physician to more accurately identify the malady and appropriate remedy for the 
particular patient. 
Claim 10: 

Rothschild/lto discloses the limitations as shown in the rejections above. Rothschild/lto does not 
specifically disclose: 

An image processing apparatus as claimed in claim 6, wherein said image-processing details 
extraction unit extracts one way of said image processing for which a number of used times is the 
largest, from a plurality of ways of said image processing stored in said image-processing history 
storing unit to correspond to said name of said disease/injury newly obtained by said image 
acquisition unit. 

However, the examiner takes Official Notice that it is old and well-known in the art to keep track 
the number of times something has been used. It would have been obvious to one of ordinary 
skill in the art at the time of the invention to modify the method of extracting and storing image 
processing history as disclosed by Rothschild/lto to include the number of time the modality has 
been used because this information is useful in medical study and diagnosis. 
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Any inquiry of a general nature or relating to the status of this application or concerning 
this communication or earlier communications from the Examiner should be directed to TRANG 
NGUYEN whose telephone number is 571-270-5483. The Examiner can normally be reached on 
Monday-Friday, 9:30am-5:00pm. If attempts to reach the examiner by telephone are 
unsuccessful, the Examiner's supervisor, JAMES A. REAGAN can be reached at 571.272.6710. 
Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status information for published applications may be 
obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR system, 
see http://portai.uspto.gov/externai/portal/pair . Should you have questions on access to the 
Private PAIR system, contact the Electronic Business Center (EBC) at 866.217.9197 (toll-free). 

Any response to this action should be mailed to: 

Commissioner of Patents and Trademarks 

Washington, D.C. 20231 
Or faxed to 571-273-8300. 

Hand delivered responses should be brought to the United States Patent and 
Trademark Office Customer Service Window: 

Randolph Building 
401 Dulany Street 
Alexandria, VA 22314. 

/TRANG NGUYEN/ 

February 19, 2009 

Examiner, Art Unit 4114 
/James A. Reagan/ 

Supervisory Patent Examiner, Art Unit 4114 



